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Remarks/ Arguments 

Claims 1- 6. 8-21, 23-33 and 35 are currently rejected and remain In this 
applicaUon. Claim 34 Is allowed and claims 12 and 22 Is objected to. Applicant 
respectfully submits the following remarks and arguments with respect to claims 
rejected in the third Office Action in this case. Claims 12 and 22 are canceled 
and rewritten herein as new independent claims 36 and 37 to Include all of the 
limitations of base claims 1 1 and 21 respectively. 

Applicant has amended herewith the first sentence of the specification in 
order to correct the reference to prior provisional application 60/087.745 filed on 
06/02/1998. 

A supplemental oath or declaration is submitted herewith to correct 
inaccuracies noted In paragraph 2 of the latest Office Action. 

Claim 10 Is herewith amended to more property reference the "Digital" 

apparatus of dalm 9. 

Claims 11-15 and 18-20 are rejected under 35 U.S.C. 112. second 
paragraph, as being indefinite for falling to partlcularty point out and dlstincUy 
claim the subject matter which Applicant regards as the Invention. 

With respect to claim 1 1 . Applicant respectfully submits that the "digital 
camera means' recited on line 8 is an element of the wireless digital camera 
apparatus recited on line 2, but has amended this claim to clarify the purpose of 
this camera element within the apparatus, which Is to capture digital Images In 
response to signals from the user interface. In reviewing this claim. Applicant 
noticed that "one said digital Image" recited on line 12 lacked precedent, and the 
amendment submitted herewith to claim 1 1 also serves to establish a precedent 
for -said" digital Image. Applicant respectfully submits that with this clarifying 
change claim 11, as well as dependent claim 15 (claim 12 Is herein canceled and 
rewritten In independent form as new claim 36), partlcularty point out and 
distinctly claim the subject matter which Applicant regards as the Invention and 
should no longer be viewed as Indefinite. In reviewing Claim 1 1 , Applicant also 
inserted the word "said" before the last reference to "account configuration data" 
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to provide proper ant^i^dent reference, and deleted the unnecessary phrase 
"means for^ In the phrase "server memory means fof In order to further clarify 
that configuration data and recipient code data Is stored in the server memory 
before the message anives. 

Applicant respectfully traverses the rejectton of dependent claims 1 3 and 
14 under 35 U.S.C. 112, second paragraph, because these are dependent from 
I claim 9, not claim 1 1 . Applicant submits that with the clarifying changes above to 
Claim 1 1 claim 15 is allowable. 

With respect to claim 18, Applicant submits herewith an amendment to 
clarify that the user data on the wireless device is not necessarily the same as 
the user data on the server, and In fact the wireless device may not contain user 
data prior to receiving user data from the server. 

In reviewing claims 19 and 20 In this context. Applicant noticed that they 
improperly referenced a "wireless device" rather than a "method" of claim 18, and 
submits herewith an amendment to correct these claims in this regard. 

Claims 9, 10. 16, 17, 29, 33 and 35 are rejected under 35 U.S.C. 102(e) 
as anticipated by Ward et al. (U.S. 2003/0142215 A1). Applicant presumes that 
dependent claims 13 and 14 were inadvertently omitted from this list. Applicant 
respectfully traverses the rejection. 

Ward is directed to a configuration file on a digital camera which contains 
infbmiation for transmitting images to a selected destination service (which Ward 
discloses may be an online service (ISP) or a digital photofinishing center (see 
abstract) and that "Multiple sets of deetlnation services can be stored" (see 
paragraph 13)). Thus Ward discloses in paragraph 4 a configuration file that is 
created outside the digital camera "at a host computer and downloaded to a 
digital camera. This file contains instructbn information for communicating with a 
selected destination via a communications interface". 

Independent daim 9 distinguishes over Ward at least by reciting (a) "a 
memory that contains... an address as8<K:iated with a remote server^ and (b) 
"user interface means ... for at least displaying a list off recipient codes stored 
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in said configuration table and receiving signals indicating user selection of at 
least one recipient code", and "processor control means, responsive to signals 
received from said user interface means, for transmitting one or wore messages 
including at least one recipient code to said remote server". Ward's 
configuration files shown in figures 4A and 4B show a phone numt>er but no 
address for a destination server, and therefore do not disclose a connection 
directly to a server at a particular address, per the present invention of daim 9. 
Rather, Ward discloses user selection of one of many destinatbn services, each 
of which is presumably capable of appropriately handling images received from 
the camera. Note that at step 52 of Ward's Figure 2, the user is selecting an icon 
representative of the oommunication route or destination, each of which 
presumably con^esponds to information in the configuration file which enables the 
Ward camera to connect to an associated destination service, so that one or 
more images can be transmitted to that destination. Ward's examples of what is 
In the configuration file include: "serial port baud rate» parity, and stop bits, as well as 
account nanie and password** (abstract and paragraph 4), ''user account name and 
password, online service or internet service provider (ISP) phone number, and 
communications port settings" (daim 11), "protocol type, phone number, etc., as 
described in Appendix L" (paragraph 14), as well as what is shown In Appendbc I. 
Applicant respectfully submits that Ward did not contemplate nor disclose that it 
would be possible to contact the destination service provider using a server 
address per the present claim 9, and that to infer otherwise is only hindsight 
reconstructicMi. 

Ward also refers to a "utilization file" in paragraphs 5 and 14. In 
paragraph 5 Ward discloses that the images can be either sent to the selected 
destination service ' immediately after the pictures are taken, for example if the 
camera has a built-in cellular phone modem, or at a later time, when the camera 
is connected to a separate unit (sudi as a dock, kiosk, PC, etc.) equipped with a 
modem, in the iatter case, a "utilization file" is created to provide information on 
which images shouM be transmitted to which account". This last sentence 
Indicates to Applicant that the utilization file would be used only in the absence of 
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a wireless network connection, and thus teaches away from the RF 
communications device of claim 9 when a utilization file is used. 

Ward next mentions a "utilization file" in paragraph 14 where he 
discloses that: ^^The selected image files may be tagged with a 
code (step 56) indicating which service is requested, as 
shown in FIG. 3. (Alternatalyr an "image utilization" file 
can be created in the camera storing a list of images to be 
transmitted by a particular method, as described in the 
cross-^ref erenced copending patent application (U.S. Serial 
No, 60/037,963). As described in that patent application^ 
the details of an order, e.g., number of print copies to be 
made from an image and the size of the prints and/or a list 
of images to be e-mailed to various recipients , is written 
into the "utilization" file, which identifies the order and 
includes pointers to the image files that store the images 
required to "fulfill" the order. The "utilization" file is 
stored in the internal memory 28 or the memory card 30.)" 
>^p1icant submits that this is not a proper incorporation by reference of the entire 
ParulskI 037.963 disdosure Into Ward, and accordingly Ward only muddies his 
disclosure with this reference because the Ward disclosure othenvlse presents 
inadequate information to describe what is in a utilization file, how it might be 
formatted, how It might be useful in image transmission, or whether the utilization 
file would include email addresses. 

As stated in MPEP 608.01 (p) "Mere reference to another application, 
patent, or publication is not an incorporation of anything therein into the 
applicatk>n containing such reference for the purpose of the disclosure required 
by 35 U.S.C. 112, first paragraph, in re de Seversky, 474 F.2d 671. 177 USPQ 
144 (CCPA 1973). In addition to other requirements for an applicatton, the 
referencing application should Include an identifteatlon of the referenced patent, 
appitoation, or publication. Particular attention should be directed to specific 
portions of the referenced document where the subject matter being Incorporated 
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may be found." Without specifying what portion of the Pamlskl 037,963 
disclosure Is being incorporated , Ward only discloses that the utilization file may 
include a list of images to be emailed to various recipients, but does not clearly 
indicate that the utilization file contains anything such as a list of recfo/enfs to 
whom the images are to be sent 

Assuming for the sake of argument that even if this were a valid 
incorporation by reference of the entire Pamlskl 037,963 disclosure. Applicant 
submits that the use of the wort "Alternately" in the above quote from Ward's 
paragraph 14 teaches that either (a) the Image files are tagged with a code 
indicating a user selected destination service, or alternately (b) an image 
utilization file can be created that deteils what Images are to be "transmitted" 
(and in this later case. It appears the utilization file must be transmitted or taken 
with the conesponding image file to the destination sen^ice. as In Parulski 
paragraph 19, first sentence). Applicant submits that (again, assuming for the 
sake of argument that the Parulski incorporation by reference were valid) Ward 
therefore teaches either selectbn of a destination service for each image as In 
Figure 3, or creation of an image utilization file that Includes a list of images to be 
sent to various recipients and presumably some infonnation that indicates how to 
send these Images to a selected destination service. Therefore Applicant submits 
that Ward contains no dear disclosure or teaching of an apparatus as in present 
Claim 9, where message communication is via a server at a server address and 
the message/utilization file Includes one or more raciplent codes selected from a 
previously established configuration table. 

Accordingly, Applicant respectfully submits that the Invention of Claim 9 Is 
not anticipated by Ward. 

Claims 10, 13 and 14, as previously presented and as arnended, depend 
from Claim 9 and Applicant respectfully submits that these are patentable over 
Ward for at least the same reasons that Claim 9 is patentable oyer Ward. 

Independent claim 16 Is amended herein on line 3 to clarify that the 
networi< is a wireless network and to establish prior antecedent basis for the 
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Wireless network recited on line 8. Applicant submits that Claim 1 6 disUngulshes 
over Ward, because the method of Claim 16 is directed to transmitting a 
message to a remote system associated with a predetarmlned address. Claim 
1 6 recites the step of "IransmltUng said message via said wireless network to 
said remote system" (which remote system is by definition associated with a 
predetermined address). Conversely, the primary feature of Ward's disclosed 
method involves a step where the user selects a destination sen/Ice toon. The 
Ward configuration file "contains instruction information for communicating with a 
selected destination via a communications interface." Thus Ward discloses a method 
which uses the selected destination service Icon to retrieve associated data 
(instruction infonnation) In the configuration file in order to connect to a 
corresponding destination service. Ward teaches tiiat this destination service is 
one of a plurality of choices available to the user, and thus Ward does not 
disctose the method of present Claim 1 6 which transmits a message to a remote 
system associated with a predetemnined address which is not user-selected. 
Consequently, the Claim 1 6 address and remote system are always the same, 
regardless of what recipient code Is selected, and In Claim 1 6 there is no 
selection (as In Ward) of a destination sen/Ice. 

Furthemiore, as argued above in relation to Claim 9, Applicant submits 
that Ward does not disclose storing an address associated with a particular 
destination service In the Ward configuration file. Further. Ward does not 
disclose a connection with a wireless network. 

Applicant also submits that as previously stated In reiatfon to Claim 9. 
Ward s Incorporation of the ParulskI utiiizatton file disclosure is imperfect and 
therefore does not read on the recipient codes of Claim 16. and even if this were 
a valid Incorporation of some of the ParulskI disclosure, such utilization file as 
disclosed by Ward or ParulskI does not contain Information that is anatogous to 
the recipient code element of Claim 16. 

For these reasons. Applicant submits that the mettiod of Claim 1 6 Is 
patentaWy distinct from the method of Ward, and as presently amended Is In 
condition for allowance. 
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Claims 17 and 35, as previously presented, depend from Claim 16 and are 
patentable over Ward for at least the same reasons that Claim 16 Is patentable 
over Ward. 

« 

Independent dalm 29 distinguishes over Ward primarily because it 
discloses a method that recites a first user input for selecting a recipient 
representation and recites a second user input, where according to the claimed 
method three things happen In response to each second user Input (image is 
captured, message including Image is formatted, and message is transmitted). 
Ward discloses selection of a destination service icon (which could be viewed as 
a first input per Fig. 2, step 52), and disdoses a send button (which could be 
viewed as a second Input per Fig. 2, step 58) that triggers transmission of images 
to the destination service. However, Ward clearly discloses in Figure 2 that the 
images are captured (step 50) not after but prior to the send button request (step 
58). Thus, the timing of steps In the method of claim 29 is patentably 
distinguishable over the method disclose by Ward, and Claim 29 Is allowable 
over Ward. 

Independent claim 33 distinguishes over Ward at least by reciting a 
distribution mechanism that is patentably distinct from the distribution mechanism 
described by Ward. In particular, Ward does not store data corresponding to a 
selected recipient, and then distribute this data, with the next Image formed by 
the digital camera, to a networi^ed computing device. Applicant respectfully 
submits that Examiner Is inconrect in the latest Office Action where he states on 
page 9 that **if the send command is not entered in the step 58, the digital carr^ra 
10 is allowed to fonn the next image, and the steps 60-64 show that camera Is 
distributing the data to the networiced computing device". Rather, Applicant 
submits that figure 2 indicates that, if at step 58 the send command Is not 
entered, then steps 6(^64 are not executed. That is, according to Figure 2, there 
is always a send command prior to execution of steps 60*64. 
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Ward further indicates in paragraph 14 that if at step 58 there has been no 
send conDmand, "the image and associated data is stored in either permanent memory 
28 or the memory card 30 (step 59). (Typically, all images are initially saved in memory 
whether eventually sent or not)" Ward goes on to disclose that: " if there is a request 
to send an image> the user ensures that the camera is connected to the appropriate service 
(wired telephone line, cellular phone, kiosk, etc,) and pushes a "send" button in the user 
button section 26. or selects a "send" menu option on the LCD 24 . The camera then 
utilizes (he appropriate network configuration file, shown in FIG. 4. Each network 
configuration file contains items such as the protocol type, phone number, etc., as 
described in Appendix I. The user password may be checked against the password in the 
network configuration file to ensure that the user is authorized to cormect the camera to 
the desired service (step 60). Altemately» the stored password in the appropriate 
configuration file can be used. Next, the camera uses the parameters in the configuration 
file to establish communications with the service and send one or more image files as 
selected by the user (steps 62)." The underlined text above seems redundant, sinoe 
this is what's supposed to follow a request to send an image, but that* s what 
Ward says. At any rate, Ward dearly contemplates a camera where Image 
distribution is triggered by at least one 'send' command. Applicant submits 
accordingly that claim 33 is allowablef over Ward, as the digital camera of Claim 
33 distribution is triggered by formation of an image, rather than by a send 
command. 

Claims 21, 23, 24. 25, 26, 30 and 31 are rejected under 35 U.S.C. 102(e) 
as anticipated by Parulski et ai. (U.S. 2003/0025808 A1). Parulski discloses a 
utilization file that allows the user to "select 'downstream' services at the time of 
capture" and create print/ transmission/ albuming orders on a camera. 

Claim 21 distinguishes over Parulski '808 at least by reciting transmitting 
a message including at least one digital image and at least one code to a 
predefined remote server^* Applicant submits that Parulski discbses nothing of 
transmitting a message to a predefined remote server. In fact, if s rather 
mysterious how the user knows how to transmit a utilization file to a "downstream 
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service provider" as discussed in Parulskl. Parulsid says in paragraph 16 that a 
PC application allows the user to specify the "name(s) of downstream service 
providers", but Applicant submits that is not the same as the predefined remote 
server which the present specification discloses is at an address stored in the 
digital apparatus. In paragraph 24 Paruisici discloses that the camera oouid 
altematety connect to an ISP. that in tum would communicate with the service 
provider. In either case, Applicant submits Parulski does not inherently use a 
method where images and the utilization file are transmitted to a remote server 
that is predefined on the camera, because a predefined remote server is not 
necessarily present for the Parulski method to work, nor is it necessarily present 
because the utilizatk>n file contains name(s) of downstream service provkiers. 
Altemate methods could be employed, for example the user could specify a 
service provider and corresponding sen/er address prior to transmitting images, 
or the applicable remote server could be located via a look-up table in a Kiosk. 
Accordingly, Applicant submits that Claim 21 is allowable over Parulski. 

Prior claim 22 is canceled herein and rewritten in independent fomn as 
new dalm 37. 

Claims 23 and 24 depend from Claim 21 and Applicant respectfully 
submits that these are patentable over Paiulski for at least the same reasons that 
Claim 21 is patentable over Parulski. Claim 23 is amended herein to establish 
proper antecedent basis for "said code" (line 3) and "saki at least one image" 
(lines 4 and 6). and to clarify that a message is sent to each selected set of 
recipients. 

Applicant submits that Claim 23 further distinguishes over Parulski '808 at 
least by reciting addittonal server processing steps that are not disctosed by 
Parulski. Namely, "selecting... one set of recipients corresponding to said code to 
whom said at least one image is to be sent" represents a processing step that is 
not disck>sed by Pamlskl. Parulski indicates in Fig. 2 that the user shoukl 
somehow be able to define image access rights by selecting on the camera 
keyword descriptors such as Family/Friends; however there is no disclosure of 
how this information might be used on the server, or how it might relate to 
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sending images to individuals that are somehow associated with such keyword 
descriptors. Parulski also indicates in Fig. 2 that images can be sent to recipients 
represented by codes displayed on the camera as "Grandnw", "John", 'Boss", or 
"Client", and In Fig. 4 that the utlll2ation file can contain specific redplent email 
addresses. Further, Parulski does disclose in paragraph 24 that the ISP server 
could email Images "using the data and images in the utUlzation file." This only 
indicates to Applicant that the Parulski utilization file can be parsed on the server, 
in order to use the code/email address contained therein and reformat it into an 
email message that includes associated images. Applicant respectfully submits 
that Parulski does not disclose or necessarily Involve the steps of selecting one 
or more recipients (that per the present disck^sure are on the server, but not in 
the message) con^sponding to a code (in the message) and sending a message 
to the selected recipients. Applicant submits that this step as disclosed, and 
recited in Claim 23. makes the invention of Claim 23 allowable over Parulski. 

Independent Claim 25 distinguishes over Parulski by defining a method for 
transferring infomnation within an Image file name, as disclosed where the 
present disclosure says "an image file may be assigned a unique file name, 
including the account ID, recipient code, and an image identifier, for later transfer 
via FTP Put command to the server 140." Applicant can find no such disclosure 
in Parulski. In Claim 25 essentially all that is transferred to the server is an 
image file, with a unique file name where such file name Itself includes coded 
infomiatlon, and respectfully submits that Claim 25 Is allowable over Pamlskl. 

Claim 26 depends from Claim 25 and Applicant respectfully submits that 
this Claim is patentable over Parulski for at least the same reasons that Claim 25 
is patentable over Parulski. 

Claim 30 defines a method in a data processing system which Inherently 
comprises a first processor, such as a PC or laptop, where the processing 
begins, and a remote server. Claim 30 is herewith amended to correct references 
to "said remote system" by replacing this with "said remote server* in order to 
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properly refer back to the "remote server^ first Introduced In step b) (2) of this 
claim. The first patentable distinction here is that this system does not 
necessarily include a camera, whereas the Pamlski disclosed apparatus indudss 
a digital camera and utilization file. On the contrary, this method begins in the 
first processor with receipt of a digital image from a digital camera that is in 
communication with, but not a defined element of, the system. Next in step 'b)' 
the processor automatically (1) formats and (2) transmits a message (including 
the digital image and a oreselected code) to a remote server at a predetermined 
address, where the message is processed according to data on the remote 
server that is associated with the code in the message. Examiner has 
interpreted this to mean the steps (1) and (2) above are performed automatically 
on the remote server, but dearly this is done on the first processor of the Claim 
30 system method, prior to transmitting to the remote sen/er. Applicant submits 
that the method of Claim 30 clearly indicates only step 'c)' occurs on the remote 
server/ service provider, and Claim 30 is therefore patentable over Parulski. 

Applicant further submits that the method of Claim 30 is patentably 
distinguishable from Parulski because the Claim 30 method uses a preselected 
code, that is, a code selected before the system receives a digital image. See the 
current application specification page 23, which says in part "the user will be able 
to operate the wireless device 1 10 interface in order to select a recipirat code, mode> and 
classification, as described in relation to figures 4-6. If this step is skipped, the default 
values for any transmitted messages will be respectively set for HOLD, SEND, and 
NONE. The user will then be able to activate the camera by pressing the send key 
196» which will activate processing of Figure 12 subsequent to block 406 In order to 
capture an image and transmit It as part of a message to the server 140 for 
processing and distribution according to the selected recipient code as described in 
relation to figure 20." Parulski discloses a process in paragraph 17 whereby one 
or more images are captured, and then order infonnation ("code", if you will) is 
composed for these images and written to the utilization file. Next, per 
(paragraphs IS-**) the images and utilization file are taken or transmitted to the 
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service provider. Applicant submits that for this reason also, Claim 30 is 
allowable over Parulski. 

Claim 31 depends from Claim 30 and ^piicant respectfully submits that it 
is are patentable over Pamlski for at least the same reasons that Claim 30 Is 
patentable over Paailski, 

Independent Claim 32 is rejected under 35 U.S.C. 102(e) as being 
anticipated by Squilla et al. (U.S. 6,396,537). Applicant submits that the method 
of Claim 32 is patentably distinguishable over Squilla because in the method of 
Claim 32, both a user ID and user preference data are established on the server, 
and only user preference data is transferred from the server to the rental device 
in or<ler to update the rental device, l-lowever, Squilla never discloses or teaches 
that it would be beneficial to transfer preference/personality data from the server 
to the rental devtoe. Rather, Squilla teaches transfening personality data in the 
opposite direction - from the camera to the site - and the site uses this 
personality data to select "content data" related to the site that would likely be of 
interest to the user, and either store this content data with the image on the 
sender, or transfer the content (not personality) data back to the camera. 

It appears to Applicant that Squilla discloses two configurations for 
operation, one where the camera operates with an "image spot", independently 
of a server (Fig. 1 description, col. 3, lines 57-60), and a second (shown In Fig. 2) 
where the camera operates in connection with a server that is connected via a 
network to various image spots (col. 5, lines 45-52). In each mode, personality 
data can be stored on the camera, although in the second configuration it can 
only be on the server (Col. 6, lines 51 +). However, in neither of these 
configurations does Squilla teach that personality data is transferred from the 
sender to the camera. Squilla discloses (Column 7, lines 32-35) that in Fig. 2 
(where personality data may be initially created on the server) "the personality file 
52 in the camera 24 or 26 would merely store a personal identifier that uniquely relates 
the camera 24 or 26 to the particular personality file 96 in the file server 70." Applicant 
notes a confusing aspect of Squilla is the use of two similar terms - personality 
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data and personality file - and it's unclear to Applicant rf this is meant to indicate 
a file Vtxat contains data, or if they are meant to be used interchangeably. 
Regardless. Applicant submits that Squiila does not disclose or suggest transfer 
of user preference data ( as either a personality file or as personality data) from 
the server to the rental device, but rather implies only the transfer of a personal 
identifier from the server to the device (which identifier Is not disclosed by Squiila 
to be personality data in the list beginning at bottom of column 6). Accordingly 
Applicant submits that the method of Claim 32 is distinct from Squiila due to 
transfer of the user preference data to the rental device in Claim 32, and Claim 
32 is therefore allowable over Squiila. 

Claims 1-6 and 8 are rejected under 35 U.S,C. 103(a) as being 
unpatentable over Safal '469 in view of Korpela et al. (U,S, 6,1 67,283). 
Applicant respectfully traverses this rejectbn. 

Safal '469 is directed to a digital camera that includes means for entering 
an email address and transmitting digital images to that address. Korpela '283 is 
directed to a method in a cellular temninal for selecting a particular cell base 
station with which to establish a communication connection, based either on a 
user profile in the terminal memory or based on user selection of what type 
communication is to be conducted. 

Independent Claim 1 distinguishes over Safei at least by reciting 
"processor control means for establishing a persistent link between said RF 
communications device and an external networlc when the apparatus is first 
activated and thereafter whenever the processor detects that the extemal 
network is not available." 

Examiner states that Safal '469 discloses the use of different RF links. . . to 
establishing a communication link between the wireless communication device of 
the Camera 104 and the remote system ... associated with the remote 
destination address"... and thatihe persistent communteation link... is 
constantly established when the communication device of the camera is first 
turned on for transmissbn." Examiner states that Ihe camera has to be tumed 
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on to download the Image data" but concedes that Safal does not explicitly state 
that "the communication linit Is established whenever the processor detects the 
external network is not available". However, Examiner cites Korpela as teaching 
establishing this persistent link when the apparatus Is first activated and 
thereafter whenever the processor detects that the external network is not 
available, and concludes that it would have been obvious to one of ordinary sidii 
in the art at the time the Invention was made to modify the system of Safal as 
taught by Korpela so that it would provide better communication that best 
matches the user profile and terminal capability as suggested by Korpela (col. 4, 
lines 24+). 

As previously argued by Applicant, Safal does not disclose an 'always on' 
e-camera, with an enduring network connection, but rather, Safai teaches away 
from this by saying at col. 12. line 17+. Ihe user is expected to connect a cable 
from the camera to a telecommunication device or network. For example, when 
communication port 214 Is a modem, the user connects it to a telephone jack that 
Is coupled to the public switched telephone network". While Safal does say at 
col. 18, line 13 'Wireless links may also be implemented" this does not begin to 
describe the function of the present invention that automatically establishes a 
wireless packet data network connection via wireless link whenever the 
apparatus is activated and environmental conditions permit establishing such a 
connection, without requiring any subsequent user actton to re-initiated the link if 
it is subsequently lost and recovered, per the invention of Claim 1 as presently 
amended. On the contrary. Safal at col. 13. lines 10+ and 41+ teaches dialing a 
predefined telephone number, and temnlnating the connection following transport 
at col. 14. lines 3+. 

in order to establish obviousness there must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill In the art, to modify the reference or to combine 
reference teachings. Applicant submits that it would not have been obvious to 
apply cell phone technotogy from Korpela to a digital camera system as 
described by Safal, because the technologies for handling of digital Images were 
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at the time of the invention distinct from cell phone technologies, and because 
there Is no suggestion or motivation in either of the cited references that would 
result In such a combination. Applicant notes that although the Safai disclosure 
lists a fairly exhaustive description of possible communications port 214 
technology.. . "The CPU is also coupled to iiq>ut/output devices such as a 
communications port 214. For example, the CPU 210 is coupled to a telephone line 212 
throu^ a modem comprised of a coder/decoder (codec) and digital to analog adapter 
(DAA). Using the modem, the CPU 210 can communicate data over a conventional 
telephone line to a remote device such as a SMver, personal compute or workstation, or 
printer. A modem is merely one example of a device suitable for use as communications 
port 214. Alternatively, the communications port 214 is an infrared communications 
device, an Ethernet interface, an ISDN terminal ad^ter, or anothw telecommunications 
device" Safai does not appear to contemplate that communications port 214 could 
have even been a cellular connection. While Safai does Indicate that "Wireless 
links may also be implemented." for the communicatton Interface 71 8, this seems to 
be mentioned more as an afterthought, and certainly should not be construed as 
a teaching that a wireless link could be the means for providing an improved 
solution to the problem which Safai addressed. Applicant is unable to interpret 
the single Safai reference to "wireless links" as providing any teaching or 
suggestion that cellular communteatlons were preferable to other communication 
channels, and certainly this single reference doesn't provide a suggestion or 
motivation to establish a persistent wireless connection, by combining Korpela 
technology, which is directed to optimizing a cellular network connection, with the 
Safai digital camera. Further. Applfcant submits that the understandings, 
expectattons and knowledge generally available to those of ordinary skill In the 
art of digital Imaging at the time of the present invention taught away from use of 
cellular transmissions as a means of communications for digital Images or other 
large data files. Most cellular communications were analog at the time and were 
charged by the minute, which expense tended to minimize the practicality of 
cellular data transmissions. Although CDPD was available at the time. It was a 
new technology and was only available In isolated areas. In this regard, 
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Applicant notes that Korpela was filed in the US approximately one month prior to 
the present invention and K seems unlikely the subject matter of the Korpela 
disclosure was generally known at the time of the present invention. In fact, 
Applicant understands that the first high speed "30" cellular network was 
commercially launched by NTT DoCoMo in Japan in October 2001 . Thus 
Applicant submits that there was no suggestion or motivation, either in Safai or 
Korpela, or in the knowledge generally available to one of ordinary skill in the art 
of digital imaging at the time of the invention, to modify or combine the Safai and 
Korpela teachings in order to arrive at the present invention, and accordingly the 
invention of Claim 1 should be allowed over these references. 

Claims 2-6 and 8 depend from Claim 1 and Applicant respectfully submits 
that these are patentable over Safai in view of Korpela for at least the same 
reasons that Claim 1 is patentable over Safai in view of Korpela. 

Claims 27 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ward (US 2003/0142215) in view of Korpela (US 6,167.283). 
Applicant respectfully traverses these rejections. 

Regarding independent claim 27, Examiner states that Ward does not 
explicitiy state '^he communication link is established whenever the processor 
detects the external network is not available" as recited in Claim 27, and then 
cites Korpela as evidence that this limitation was well known in the art at the time 
of the invention of claim 27. As discussed earlier (in relation to Claim 1), in order 
to establish obviousness there must t>e some suggestton or motivation, either in 
the references themselves or in the knowledge generally available to one of 
ordinary skill in the art, to modify the reference or to combine reference 
teachings. 

Applicant finds nothing in Ward that teaches or suggests it would be of 
value in some way or improve the Ward disclosure to make the communication 
link persistent whether by using cellular or other communication channels. There 
would be no motivation to seek out this feature, because as earlier stated, the 
knowledge generally available to one of ordinary skill In the art at the time of the 
present invention taught away from, rather than toward, the use of cellular 
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transmissions as a means of communications for digital images or other large 
data files* Most cellular communications were analog at the time and were 
charged by the minute, which expense tended to minimize the desirability of 
cellular data transmissions. In fact, the Ward reference to settings included in the 
configuration file (serial port baud rate, parity, and stop bits,) Indicates to Applicant 
that Ward clearly contemplated establishing an analog modem connection, and 
any references to cellular connections were made as an afterthought. Applicant 
is unable to find a way to view the few references to cellular communications In 
Ward (paragraphs 5, 12, 14) as providing any teaching or suggestion that cellular 
communications were preferable to other communication channels, and certainly 
these don't provide a suggestion or motivation to establish a persistent wireless 
connection. Although CDPD was capable of providing a persistent wireless 
connection and was available at the time, it was a new technology and was only 
available in isolated areas, and other wireless data services of today were not yet 
available or generally known. Applicant thus submits that there was no 
suggestion or motivation, either in Ward or Korpela, or in the urKJerstandings, 
expectations and {knowledge generally available to those of ordinary skill in the 
art of digital imaging at the time of the invention, to modify or combine the Ward 
and Korpela teachings in order to amve at the present invention of Claim 27, and 
accordingly Claim 27 should be allowed over these' references. 

Altemately, Applicant ftjrther submits that Claim 27 Is patentable at least 
by reciting "processor control means for... saving said image In said memory vAth 
a file name including at least one predefined code". Applicant can find no such 
disclosure in Ward. According to the invention of Claim 27. Ward may disclose 
transfening various Infomiation in a network configuration or a utilization file, but 
Applteant can find nothing similar to the present invention whereby information 
(predefined code) is transmitted as part of a file name. Applicant respectfully 
submits that this claim limitatbn alone is sufficient for Claim 27 to be allowable 
over Ward. 
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Independent Claim 28 is directed to a method that corresponds somewhat 
to the apparatus of Claims 27 and 1. As stated earlier. Applicant finds nothing in 
Ward that teaches or suggests K would be of value In some way or improve the 
Ward disclosure by making the communication link persistent whether by using 
cellular or other oommunicatton channels. Applicant is unable to find a way to 
view the few references to cellular communications In Ward (paragraphs 5. 12, 
14) as providing any teaching or suggestion that cellular communications were 
preferable to other communteaUon channels, and certainly these don't provide a 
suggestton or motivation to establish a persistent wireless connection. For the 
reasons discussed eariier In relation to claims 1 and 27, Applicant thus submits 
that there was no suggestion or motivation. In Safai, Ward or Korpela, or in the 
knowledge generally available to one of ordinary skill in the art at the time of the 
invention, to modify or combine their teachings In order to arrive at the present 
method of Claim 28. and accordingly Claim 28 should be allowed over these 
references. 

Claim 28 should also be allowable over Ward In view of Korpela because 
it recites steps of capturing, formatting and transmitting each image In response 
to a single user Input. In this embodiment of the present Invention images are 
automatically captured and transmitted to the remote system - with default 
attributes (recipient code/ classification) or attributes selected by the user before 
a picture is taken - without requiring additional user intervention after a picture Is 
taken to select an image and address it. Applicant submits that this process is 
much simpler than the process disclosed by Ward where the user must go 
through separate steps to address, and then select photos to send. 

Applteant submits that claim 28 is not obvious over Ward in view of 
Korpela because the element of claim 28 which recites the step of "in response 
to a signal from said user Interface. 1) capturing a digital image. 2) formatting a 
message including at least one said digital image, and 3) transmitting each said 
message to said remote server via said external network" Is not found in either 
Ward or Korpela. On the contrary. Ward teaches, in paragraphs 15-18. that '^st 
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tfag ttser selects ti^e »naR^ he sqit a nd presses the "send" button, the camera perfonns 
the following steps without user intCTVMition: 

1) Read the ^propriate connection parameters from the network configuration 
file (on the memory card 30 or intemal camera memory 28). dial the phone and 
establish the connection to the destination service 14. 

2) Read the user's account name and password and transmit these to "log-on" to 
the service 14. 

3) Using the ^propriate communications protocol (FTP, mailto. etc.), transmit 
the selected image or images to the destination service 14. " 

Accordingly Applicant submits that Wand teaches the steps that are performed in 
response to a signal (pressing the send button) do not Include "capturing a digital 
image- as per the method of Claim 28, and this claim limitation alone is sufficient 
for allowing Claim 28 over Ward in view of Korpela. 

Claims 1 1, 13 and 14 are rejected under 35 U.S.C 103(a) as being 
unpatentable over Pamiski '808 In view of Ward '215. As mentioned earlier in 
reference to Independent Claim 9. Claims 13 and 14 now depend from Claim 9. 
rather than 11 . and Applicant believes this rejection of claims 13 and 14 is 
unintended. Applicant respectfully traverses the rejection of Claim 1 1 as being 
unpatentable over Parulskl '808 in view of Ward '21 5. 

First, Applicant submits that Claim 1 1 distinguishes over Parulskl '808 at 
least by reciting a "destinatfon address" or "control means for ... transmitting a 
message Including at least said selected recipient code and one said digital 
Image, to said destination address via said RF communications device". 
Applicant submits that Parulskl discloses nothing of transmitting a message to 

such a desUnation address. While Examiner states that Parulskl paragraph 16 
discloses a destinatkm address, as well as "one or more predefined recipient 
codes", this is not clearly the case. To the contrary, Applicant respectfully 
submits that Paojlskl only says In paragraph 16 that a PC application allows the 
user to specify "name(s) of downstream service providers, network addresses (friends, 
family or business associates) and related account information" (which can then be 
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saved on in the camera or an attached memory card), and while it seems 
conceivable that network addresses of family, friends or business associates 
might be construed as being email addresses this is not the same as the 
recipient codes or destination address disclosed in the present invention, rK>r is 
the name of a downstream service provider the same as the destination address 
disclosed by the present invention. 

In paragraph 24 Parulski discloses that the camera could alternately 
connect to an ISP that in turn would communicate with a service provider. In 
either case. Applicant submits Parulski does not directly or inherently dispose 
use of a destination address for the ISP or the service provider to whom images 
are to be transmitted, because a preset destination address is not necessarily 
present for the Parulski method to work. Alternate methods could l>e employed, 
for example the user could specify a service provider phone number or the 
applicable remote server couW be located via a look-up table in a Kiosk. 
Accordingly, Applicant submits that Claim 1 1 is allowable over Parulski. 

Second, Applicant submits that (a) the recipient code of the present 
invention is not disclosed by Parulski or Ward, and (b) even if there were a 
nrK)tivation to combine Parulski and Ward, this would not result in the current 
invention of Claim 1 1 because neither Parulski nor Ward disclose a transfer of 
messages with redpient codes from a wireless device to a server where 
messages are processed according to account configuration data associated 
with said recipient code . 

Parulski disdoses (paragraph 25) only that "The utilization order information 
is provided in the utilization file/' However, in Applicants opinbn it takes quite a 
leap to move from the Parulski Idea of transmitting all information needed for 
order fulfillment to the idea of transmitting only an image and a code to a 
predefined address, and then processing the image at a server at that address, 
based on server configuration data that is associated with the code in the 
message. Neither Pamlski nor Ward disdose anything like the recipient code or 
"ntekname" of the present invention as shown in present figures 8 and 9, where 
figure 8 is a summary screen showing several recipients, their associated 
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recipient ccKle/nickname, and primary email address, and figure 9 is a detailed 
view of one of these recipient records with a redpient code/nickname of 'Jeff and 
multiple addresses which, if present, the server could use to deliver messages. 
Given the Pamlski disclosure of a utilization file that contains email addresses 
and other fulfillment instructions, to Applicant the only obvious result of 
combining Parulski with Ward would be to fomiat a utilization file that included 
email addresses, or albuming or print instructions, and send this file to a 
downstream service provider or ISP, where it presumably would be saved, 
printed, or fonA^arded based on the contents of the transmitted utilization file. 
Applicant submits that this is significantly different from the present invention of 
Claim 1 1 , and does not include the element quoted above. Ward may disclose a 
configuration file, but it doesn't contain a code that conresponds to data stored at 
the downstream service provider, and the Ward configuration file is disclosed as 
residing only on the host PC (12) or camera (10), not on the service provider or 
ISP 1 4. For these reasons, Applicant respectfully submits that the Invention of 
Claim 1 1 is not obvious over Parulski in view of Ward. 

Claim 15 is cun^ntly rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pamlski in view of Ward as discussed above and further in 
view of Harklns (U.S. 5,689.642). Applicant traverses this rejection for at least 
the same reasons given above regarding rejection of Claim 1 1 over Parulski in 
view of Ward. 

Examiner states, regarding Claim 15, that th^ combination of Parulski and 
Ward disdoses server control means to process messages, and further 
comprises an account configuratton record "the network configuration files and 
the Image utilization' as shown in F^s. 3 and 4 of Ward and Figs. 2 and 4 of 
Pamlski" but Applicant submits that the network configuration file of Ward is not 
on the server/ISP and is only disclosed to be on the Camera 10 or PC 12. While 
the Pamlski utilizatton file is transmitted to the server, as discussed above In 
relation to Claim 1 1 , Pamlski does not disclose that the server contains any data 
other than what arrives in the utitizatton file. Harkins, on the other hand, 
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discloses receiver-defined profiles that improve communications between 
devices or stations on a netwvork, where users on the network may define 
preferences regarding how they wish to receive multimedia files originating from 
other users on the same network, and allows users to further define "receive 
priorities- as shown In Fig. 7 regaiding Virtiether communications from various 
other user« on the networic would be allowed direct or delayed access to 
messages. Thus. Haricins does not suggest that users could define preferences 
regareling messages received from users outside the networt<. as permitted by 
the present Invention. Haricins discloses only a client-server architecture, rather 
than a store-and-fonward system as contemplated by the invention of Claim 15. 
While Haridns does include the word Vireless" In the definition of "electronic 
mair as a means of transmission, the Haricins email system 19 does not suggest 
support for wireless devices that are not connected to the networic. and Applicant 
does not find anything in the Haricins disclosure that teaches that -direct access- 
messages would be fonvarded to the wireless digital camera as In the present 
Inventton. Nor can Applicant find anything In Haricins. Panilski. or Ward, that 
would teach or suggest a motivation to combine their various teachings In order 
to arrive at the Invention of Claim 15. Again for this reason Applicant respectfully 
submits that Claim 151s allowable over ParulskI In vIewofWard and further in 
view of Haricins. 

Claims 18 - 20 are rejected under 35 U.S.C 103(a) as being unpatentable 
over Ward '215 in view of Squllla (U.S. 6.396,537). Ward is directed to a camera 
configuration file that is intended to simplify the process of communicating with a 
selected destinatton servtoe provider, whereas Squllla is intended to simplify the 
process of gathering and saving content infonnatkMi related to sites where 
photos are taken. 

Examiner states that Ward discloses all elements of Claim 18. Including 
wireless device whose memory contains an address associated with a remote 
server i.e. "remote computer 12 and seiver 14". Applicant respectfully submits 
that this remote computer 12 is separate and distinct from server 14, and while 
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according to Fig. 1 . the Ward camera 10 can be attached to the pc 12, and via 
oommunication networic 40 to server 14, Applicant can find no Ward disclosure 
that teaches the camera 10 memory 28 contains an address associated with 
server 14. Applicant reiterates that, as discussed In relation to rejection of Claim 
9 over Ward, Ward does not disclose that the camera 10 contains any such 
sender address. 

Applicant further contends that Ward does not disclose transmitting user 
data from the server 14 to the wireless device / camera 10. While Ward does 
say in paragraph 1 2 that "the network 40 can connect to the user's home PC 12" 
Applicant submits that this Is does not, directly or by inference, indicate or teach 
that data is transferred from the server 14 to the camera 10 (mreless device), 
and to the contrary. Ward clearly indicates in paragraphs 12 and 13 that user 
data is defined on the PC 12 and then transferred to the camera 10. Applicant 
references here the arguments made atx>ve in relation to the rejection of Claim 
32 over Squilla that discuss the fact that Squilla does not disclose transfer of 
preference/personality data from the server to the camera, and submits that 
these same arguments apply equally well to the rejection of Claim 18 over Ward 
in view of Squilla. Thus, neither Ward nor Squilla disclose transmitting said user 
data from the server (service provider) to the wireless device (camera), and 
accordingly Claim 18 is not obvious over Ward in view of Squilla. 

Examiner states in his rejection that Ward does not state that "RF 
communication is used to establish a communication link t>etween the wireless 
device and the server as recited in the present claimed invention." Applicant 
further submits that Squilla seeks to solve a problem (i.e. simplify the process of 
gathering and saving informatk>n related to sites where photos are taken) that is 
so different from that of the present Invention (prompt/simple photo distribution 
and archival) that it Is non-analogous to the preset invention, and even though 
Squilla mentions use of an RF communk:atlon device. Applicant submits that it 
woukj not have been obvious to one skilled in the art of Ward at the time of the 
invention (for example James D. Allen, who Is a Wand and Squilla co-inventor) to 
combine the Ward disclosure with Squilla, and even if they did, the likely result 
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would be a wireless transfer from Ward PC 12 to camera 10, rather than the 
Invention of claim 18 that transmits data from the sewer to the wireless device. 
To say that combining Ward with Squilla would result In the Invention of Claim 18 
is mere hindsight reconstruction. Accordingly, Applicant submits that claim 18 
and dependent claims 19 and 20, as presently amended, are allowable over 
Ward in view of Squilla. 



Prior claims 12 and 22 are herein canceled and rewritten In Independent 
form as new claims 36 and 37, and should be In allowable form as indicated In 
paragraphs 1 5 and 16 of the prior Office actton. Claim 34 was previously 
allowed. For the reasons explained herein. Applicant respectfully submits that 
the present Claims 1- 6. 8 - 11 , 13-21. and 23-37 are not anticipated by nor 
obvious over the cited prior art references, and are now In a condition for 
allowance. 

Respectfully submitted, 

Andrew T. Knowles (Applicant) 
(919) 345-8816 
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